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Claims 14-26 are pending in this application. 

Claims 14-23 and 25-26 are generic to the following disclosed patentably distinct 
species: compounds of formula (I) such as spiromesifen and compounds of formula (II) 
such as flubendiamide. The species are independent or distinct because as disclosed 
the different species have mutually exclusive characteristics and distinct chemical 
structures for each identified species. In addition, these species are not obvious 
variants of each other based on the current record. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. 

There is an examination and search burden for these patentably distinct species 
due to their mutually exclusive characteristics. The species require a different field of 
search (e.g., searching different classes/subclasses or electronic resources, or 
employing different search queries); and/or the prior art applicable to one species would 
not likely be applicable to another species; and/or the species are likely to raise different 
non-prior art issues under 35 U.S.C. 101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected species, including any claims subsequently added. An argument that a 
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claim is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

The election of the species may be made with or without traverse. To preserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the election of species requirement, the 
election shall be treated as an election without traverse. Traversal must be presented at 
the time of election in order to be considered timely. Failure to timely traverse the 
requirement will result in the loss of right to petition under 37 CFR 1 .144. If claims are 
added after the election, applicant must indicate which of these claims are readable on 
the elected species. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the species unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) 
of the other species. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. 

During a telephone conversation with Mr. Henderson on 11/18/2009 a provisional 
election was made with traverse to prosecute the invention of spiromesfen (compound 
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l-b-1) as the single disclosed species of a compound of formula (I) and flubendiamide 
(compound 11-1 ) as the single disclosed species of a compound of formula (II), claims 
14-26. See claim 24, which has the structures of both compounds. Affirmation of this 
election must be made by applicant in replying to this Office action. 

It is noted that Mr. Henderson informed the Examiner of a typographical error in 
the formula for compound 11-1 in claim 24 during the same telephone conversation of 
1 1/18/2009. The J substitutent in the phenyl ring having the diamide structure is 
supposed to be iodine, and it will be so examined. Applicant will correct the 
typographical error in response to this Office action. 

Claims 14-26 will presently be examined to the extent that they read on the 
elected subject matter of record. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combined teachings of WO 02/87334 1 , Fischer et al. (US 5,262,383) and Tohnishi 



1 WO 02/87334 was cited by applicant in the IDS of 8/1 1/06, document AJ on page 7 of 8. U.S. 
2004/0077500 was submitted as an English translation of WO 02/87334. It is noted for the record that 
WO 02/87334 is being applied here as a primary prior art document. All references to page and 
paragraph numbers are to its English translation document, US 2004/0077500. 
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et al. (US 6,603,044) in view of Fischer et al. (US 2003/0100604) and Fischer et al. (US 
2003/0114312). 

WO 02/87334 teaches that although phthalamide derivatives are known for their 
insecticidal or acaricidal activity, many noxious organisms are difficult to control by the 
use of a single phthalamide derivative (paragraphs 2 and 4). WO 02/87334 discloses 
phthalic diamides, including flubendiamide (elected compound 11-1), in combination 
with another insecticide, acaracide or nematocide (paragraphs 6-17; see the second 
preferred compound in paragraph 24 for flubendiamide; see also compound no. 130 on 
page 7 and the second compound in claim 3 for flubendiamide; claims 1-6) or fungicide 
or herbicide (paragraphs 62-67). Phthalamides of WO 02/87334 can be combined with 
numerous structurally divergent insecticides, acaracides and/or nematicides 
(paragraphs 28-31), including spiromesifen (page 7, paragraph 29, right column, 
second to the last line). 0.1-50 wt% active ingredient concentration and wide ratio 
range, 0.05 to 2000 : 1 (second active : phthalamide) is disclosed (paragraph 32). 
Various formulation types are disclosed, including solid, liquid or power, which are made 
in accordance with "conventional method in the pesticide making" wherein "adjuvants 
and the like" are added to form emulsions, powders, granules, flowables, etc. 
(paragraph 33). Wide spectrum of pests to be controlled is disclosed (paragraphs 35- 
47). The pest control from the combination of ingredients is disclosed as synergistic 
(abstract; paragraph 1 ). Plurality of noxious organisms are controlled by the 
combination of ingredients (paragraph 5). 
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Fischer et al. disclose spiromesifen in columns 29-30, the 14 th compound. A 
broad spectrum insecticidal and acaricidal activity is disclosed, including control of 
animal pests (column 127, line 30 to column 130, line 21; see in particular column 127, 
line 31 and column 128, lines 52-58). Formulation with excipients is disclosed (column 
130, line 27 to column 131, line 24; in particular, column 130, line 40, "surface active 
agents"). Formulation with other active compounds such as insecticides is disclosed 
(column 131 , lines 28-32). Active ingredient amount of 0.1 to 95 wt% is disclosed 
(column 131, lines 24-26). 

Tohnishi et al. disclose flubendiamide (columns 25-26, compound no. 124). 
Tohnishi's phthalamides, including flubendiamide, are suitable for controlling various 
insect pests, e.g. agricultural insect pests, horticultural insect pests, sanitary insect 
pests (see from column 40, line 35 to column 41, line 47). Formulation with adjuvants 
such as surfactants is disclosed (see from column 41 , line 48 to column 42, line 44). 
Formulation with other active compounds such as acaracides and nematicides is 
disclosed (column 43, lines 8-17). Active ingredient amount of 0.01 to 80 wt% is 
disclosed (column 42, lines 53-58). 

The two secondary references by Fischer et al. are cited to show that 
spiromesifen (applicant's elected compound l-b-1) has been taught to combine 
beneficially and synergistically with numerous structurally divergent pesticides against 
broad spectrum of pests. See in US 2003/0100604, paragraphs 4-109, 148-168; and in 
US 2003/0114312, paragraphs 3-183, 222-242. 
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The difference between the claimed invention and the cited prior art references is 
that there is no specific exemplified combination of spiromesfin + flubendiamide. 
However, WO 02/87334 comes pretty close in disclosing synergistic combination of 
flubendiamide with various other pesticides, including spiromesfin. The motivation to 
select these two ingredients arise from their known individual active pest control 
activities (Fischer et al. Tohnishi et al.), and the fact that combining the two would be 
expected to provide improved pest control. Further motivation arises from the fact that 
spiromesfin is not only taught to be combined with other insecticides (Fischer et al., US 
5,262,383), but also from the fact that spiromesfin has been known to be 
advantageously combined with so many other known insecticides (Fischer et al. 
references US 2003/0100604 and US 2003/01 14312). As a result, there would have 
been sufficient motivation and suggestion for one of ordinary skill in the art to combine 
spiromesfin with flubendiamide, as claimed. 

In this regard, applicant's specification data has been reviewed, but the data 
there cannot be considered sufficient evidence of nonobviousness. First, it must be 
noted that evidence of nonobviousness, if any, must be commensurate in scope with 
that of the claimed subject matter. In re Kullinq . 14 USPQ2d 1056, 1058 (Fed. Cir. 
1990); In re Lindner , 173 USPQ 356, 358 (CCPA 1972). Here, structural variations for 
compounds of formulae I and II are so numerous and significant that it takes more than 
four pages to list them all - see claim 14. The page numbers are merely indicative of 
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the thousands of structurally divergent compounds encompassed by the instant claims; 
whereas the specification data is directed to only one formula I compound + one formula 
II compound. Clearly, such limited data cannot be probative for the entire scope of the 
instant claims. Second, even with respect to the combination of spiromesfin (l-b-1 ) + 
flubendiamide (11-1 ), applicant's data is not persuasive. Table A (page 34) shows the 
combination of ingredients to provide 85% control, but the sum of the individual 
components provides, taken as a sum of their individual activity, 95% control. Such 
data is not persuasive at all because the combination is not unexpectedly superior to 
the sum of individual components. Table B shows, for one data point (i.e. one ratio), the 
combination of l-b-1 + 11-1 to provide 95% control, whereas the sum of the individual 
components provides 90% control. It is not clear how significant 95% is vs. 90%. Such 
numerically close data could be due to several factors, which are not related to 
unexpected data such as normal statistical variation, insignificant difference in activity, 
and small sample size producing unreliable and unrepeatable data. Moreover, in light 
of the teachings of WO 02/87334, slightly higher activity would have been expected 
because WO 02/87334 teaches synergistic effect when spiromesfin is combined with 
flubendiamide. 

Therefore, the claimed invention, as a whole, would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made, because 
every element of the invention and the claimed invention as a whole have been fairly 
disclosed or suggested by the teachings of the cited references. 
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Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to JOHN PAK whose telephone number is (571)272-0620. 
The Examiner can normally be reached on Monday to Friday from 8 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
SPE, Johann Richter, can be reached on (571)272-0646. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571)273-8300. Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the receptionist whose telephone 
number is (571)272-1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/John Pak/ 

Primary Examiner, Art Unit 1616 



